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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
February 20, 2009 has been entered. 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 15-18, 20-26, 28-30 and 32-33 rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Each of the independent 
claims have been amended to include the limitation "a combined axial length of the 
distal region, the central region and the proximal region is longer than an axial length of 
the end section." The originally filed specification does not contain support for the 
combined axial length as claimed by the applicant. It is noted that in the drawings the 
end portion 1 1 is cut off by a line indicating that the end portion does not terminate at 
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the line, i.e. it keeps on going. Further "[l]t is well established that patent drawings do 
not define the precise proportions of the elements and may not be relied on to show 
particular sizes if the specification is completely silent on the issue" (See MPEP 2125). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 15, 18, 23-24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Senia et al. 2002/01 82565 (Senia). Senia teaches a flexible dental instrument for 
use in drilling a root canal and the dental instrument being designed to be mechanically 
driven by an electric motor, the dental instrument being flexible and comprising an end 
section for mounting in a chuck driven by the electric motor, a proximal region adjacent 
to the end section, a central region extending from the proximal region and a distal 
region extending from the central region for guiding the instrument through the root 
canal terminating in a rounded tip and an envelope comprising the proximal region, the 
central region and the distal region and the envelope defining an axial length and having 
a generally inverted cone shape, with a widest portion of the envelop corresponding to 
the distal region and a smallest portion of the envelope corresponding to the proximal 
region wherein the dental instrument further comprises a junction region located 
between the proximal region and the end section, and the junction region comprises an 
area of the envelope has a minimum thickness which capable of breaking in the event 
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that a predetermined drive torque is applied to the envelope during use of the dental 
instrument, and a transition couples the junction region to the end section and the axial 
length of the envelope is longer than an axial length of the transition (see Appendix for 
further explanation) as illustrated in fig. 1 par. 5). As to claim 23 Senia teaches the 
dental instrument wherein the predetermined drive torque is capable of corresponding 
to a torque at which the distal region of the dental instrument breaks. The claimed 
limitations are met since the structure taught by Senia is capable of functioning as 
claimed. 

5. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Senia et 
al. 2002/0182565 (Senia) as applied to claim 15 above, and further in view of Berlin 
5,876,202. Senia teaches the invention as discussed above, however does not teach a 
vertex angle in constant along the entire axial length of the envelope. Berlin teaches a 
vertex angle in constant along the entire axial length of the envelope as illustrated in fig. 
4. It would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Senia in view of Berlin since it has been held that the configuration 
of the claimed envelope was a matter of choice which a person of ordinary skill in the art 
would have found obvious absent persuasive evidence that the particular configuration 
of the claimed envelope was significant (In re Dailey, 357 F.2d 669, 149 USPQ 47 
(CCPA 1966) MPEP 2144.04 IV B). 
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6. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Senia et 
al. 2002/0182565 (Senia) as applied to claim 15 above, and further in view of Johnson 
6,074,209. Senia teaches the widest vortex angle corresponding to the distal region, a 
smallest vortex angle corresponding to the proximal region, and one or more 
intermediate vortex angles corresponding to the central region. Senia does not teach 
the envelope consists of several juxtaposed sections extending axially from one another 
and each of the section having a different vortex angle. Johnson teaches the envelope 
consists of several juxtaposed sections extending axially from one another and each of 
the section having a different vortex angle as illustrated in figs. 3-4. It would have been 
obvious to one having ordinary skill in the art at the time of the invention to modify Senia 
in view of Johnson in order to reduce the risk of stalling or locking up during 
manipulation or rotation of the file as taught by Johnson (col. 2, 11 .48-50). 

7. Claims 20-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Senia et al. 2002/0182565 (Senia) as applied to claim 15 above, and further in view of 
Corneo CH 513, 640. Senia does not teach the dental instrument wherein the area of 
the envelope which is designed to break consists of a reduced section adjacent the 
proximal region of the envelope. Corneo teaches the partial break consists of a portion 
of reduced section as illustrated in fig. 2. It would have been obvious to one having 
ordinary skill in the art at the time of the invention to modify Senia in view of Corneo in 
order to use a tool to pull out the file once separated from the end section as taught by 
Corneo (par. 5, II. 5-7). Re claim 21 , Senia does not teach the dental instrument 
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wherein the area of the envelope which is designed to break consists of a modification 
in one or more of type and structure of material used for the instrument. Corneo 
teaches the dental instrument wherein the area of the envelope which is designed to 
break consists of a modification in the structure of material as illustrated in fig. 2. It 
would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Senia in view of Corneo in order to use a tool to pull out the file once 
separated from the end section as taught by Corneo (par. 5, II. 5-7). Re claim 22, Senia 
does not teach the dental instrument wherein the area of the envelope which is 
designed to break consists of at least one peripheral notch formed in the junction 
region. Corneo teaches the dental instrument wherein the area of the envelope which is 
designed to break consists of at least one peripheral notch formed in the junction region 
as illustrated in fig. 2. It would have been obvious to one having ordinary skill in the art 
at the time of the invention to modify Senia in view of Corneo in order to use a tool to 
pull out the file once separated from the end section as taught by Corneo (par. 5, II. 5- 
7). 

Response to Arguments 

Applicant's arguments; see the last paragraph on page 8, filed January 26, 2009, 
with respect to claims 25-26 and 28 have been fully considered and are persuasive. 
The rejection of claims 25-26 and 28 has been withdrawn. 

Allowable Subject Matter 

Prior art has not been applied to claims 25-26, 28-30 and 32-33. The claims are 
currently allowable over the prior art, however, depending on the claim amendments 
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made to the claims to overcome the 112 1 st paragraph new matter rejection, prior art 
may be applied. Prior art has been applied to claims 15-18 and 20-24. The claims 
were examined based on the added limitations are new matter, therefore the added 
limitations were not considered. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HEIDI M. EIDE whose telephone number is (571)270- 
3081 . The examiner can normally be reached on Mon-Thurs. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cris Rodriguez can be reached on 571-272-4964. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Heidi Eide /John J Wilson/ 

Examiner Primary Examiner 
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